
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



I ATTORNEY DOCKET NO. | CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/098,700 



24112 



03/15/2002 



David W. Cunningham 



4000-007 



6945 



7590 



10/04/2006 



EXAMINER 



COATS & BENNETT, PLLC 
P O BOX 5 

RALEIGH, NC 27602 



ART UNIT 



GLASS, RUSSELL S 



PAPER NUMBER 



3626 

DATE MAILED: 10/04/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 

vHivv nviivii wMffif ifui y 


Application No. 

10/098,700 


Applicant(s) 
CUNNINGHAM ET AL 


Examiner 

Russell S. Glass 


Art Unit 

3626 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of claims 1 5-1 9, 54 and 55 in the reply filed 
on July 13, 2006 is acknowledged. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claims 15-19, 54, and 55 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-30 of 
(U.S. 5,832,449) in view of Deaton et al., (U.S. 5,644,723). 
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The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: issuing media, identifying media with an identifier 
stored in a central database, associating the media with a good or service, activating 
and/or deactivating the status of the media, varying the value of the media, distributing 
the media, and presenting the media for redemption of goods or services. Although the 
'449 patent is directed specifically toward pharmaceutical goods and services, this 
subject matter falls within the broad scope of the claims presented in the present 
application that are directed toward unspecified goods and services. Therefore, the 
subject matter of the present application is considered to be obvious in view of the '449 
patent. 

Furthermore, Deaton further discloses the well-known method of issuing active 
and inactive media, and activating the media and recording the change of the status in 
the database, (Deaton, Fig. 6A, col. 5, lines 9-24; col. 31, lines 60-66). 

It would have been obvious to one of ordinary skill in the art to combine U.S. 
5,832,449 and Deaton. The motivation would have been to issue incentive coupons 
based upon said activation signal, (Deaton, abstract). 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
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351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claims 15-19, 54, 55 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Deaton et al., (U.S. 5,644,723). 

4. As per claim 1 5, Deaton discloses a method of promoting goods and services, 
comprising: 

issuing media in which each medium has at least one good or service associated 
therewith, (Deaton, col. 70, lines 8-27); 

identifying each medium with an identifier and recording the identifer in a 
database such that the at least one good or service associated with each medium can 
be determined, (Deaton, col. 4, lines 44-47); 

assigning an inactive status to the media such that while assuming the inactive 
status the goods or services associated with the medium may not be redeemed, 
(Deaton, Fig. 6A, col. 31 , lines 60-66); 

recording the inactive status in a database, (Deaton, Fig. 6A, col. 5, lines 9-24; 
col. 31 , lines 60-66); 

activating at least some of the media by changing the status of the media from an 
inactive state to an active state and recording the change of the status in the database, 
(Deaton, Fig. 6A, col. 5, lines 9-24; col. 31, lines 60-66); 
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varying the value of at least some of the media such that the value of the media 
varies according to selected conditions, (Deaton, col. 106, lines 25-54); and 

distributing the media to holders wherein the holders present the media to 
providers that deliver the goods or services associated with the presented media to the 
holders, (Deaton, col. 7, lines 11-31). 

5. As per claim 16, Deaton discloses a method of claim 15 including varying the 
value of the media based on the manner of activation, the location of the provider, or the 
identity of the holder or provider, (Deaton, col. 4, lines 44-46; col. 106, lines 25-54). 

6. As per claim 1 7, Deaton discloses a method of claim 1 5 wherein the database is 
consulted at various times to determine whether the media or a certain medium is active 
or inactive, (Deaton, Fig. 6A, col. 5, lines 9-24; col. 31 , lines 60-66). 

7. As per claim 1 8, Deaton discloses a method of claim 1 5 wherein the database is 
updated from time to time with respect to the status of a medium and the value 
associated with the medium, (Deaton, col. 5, lines 9-24; col. 31, line 60-col. 32, line 36). 

8. As per claim 1 9, Deaton discloses a method of claim 1 8 including the provider 
communicatively linking to the database and determining whether a presented medium 
is active or inactive, and further communicating for recordation in the database any 
goods or services delivered to a holder as a result of the medium being presented to the 
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provider, (Deaton, col. 5, lines 9-24; col. 31, line 60-col. 32, line 36; col. 67, line 50-col. 
70, line 39). 

9. As per claim 54, Deaton discloses a method of promoting goods or services, 
comprising: 

provisioning a database by: 

(a) assigning a unique identifier to a medium wherein the medium forms a 
part of a media, (Deaton, col. 4, lines 44-47). 

(b) associating a good or service with each medium, (Deaton, col. 70, lines 8- 

27); 

(c) linking the good or service associated with each medium with the unique 
identifier of that medium, (Deaton, col. 7, lines 12-31, col. 70, lines 8-27). 

distributing the media to individuals that enable the individuals to present the 
media to providers of goods or services who under certain circumstances will redeem 
the presented media by delivering to the individuals one or more goods or services 
associated with the media, (Deaton, col. 70, lines 8-27); 

activating the media by changing the status of the media from an inactive state to 
an active state and recording that status change in a database, (Deaton, Fig. 6A, col. 5, 
lines 9-24; col. 31 , lines 60-66); 

the individuals receiving the media, presenting the media to providers of goods or 
services associated with the media, (Deaton, col. 7, lines 12-31), 
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determining the status of the media presented by communicating with the 
database, (Deaton, Fig. 6A; col. 31, lines 60-66); 

delivering one or more goods or services associated with the media to individuals 
presenting an active medium, (Deaton, col. 31, lines 60-66; col. 70, lines 44-64), and 

the providers communicating with the database to indicate that one or more 
goods or services associated with particular media has been delivered to individuals 
presenting certain media to the providers, and wherein the database is updated to 
reflect the transfer of one or more goods or services from the providers such that the 
database will generally reflect media that has been presented to providers and the 
goods or services delivered by the providers in response to the presentment of the 
media, (Deaton, col. 70, lines 44-64) 

wherein the database is provisioned with certain criteria that establishes variable 
value for the media, (Deaton, col. 106, lines 25-54). 

1 0. As per claim 55, Deaton discloses a method of claim 54 wherein the value of the 
media is a function of the manner in which the media is activated, the location of the 
provider, the identity of the provider, or the identity of the individuals presenting the 
media, (Deaton, col. 4, lines 44-46; col. 106, lines 25-54). 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell S. Glass whose telephone number is 571-272- 
3132. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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7/21/2006 




